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|. Introduction

This paper addresses the current unsettled state of copyright protection provided for computer
programs and concomitant e ements thereof.® The copyright statutes* have become a popular sword for

protecting computer programs from infringement by competitors. Copyright protectioninawork vestsat

! Revisonof paper arigindly published inthe State Bar of Texas CoMPUTER SECTION REPORTER,
vol. 5, no. 1 (1995).

2 Intellectua property law attorney withthe firm of Harrison & Egbert in Houston, Texas; B.Eng.
cum laude City College of City University of New York; M.S. (Oper. Res) New York Universty; JD.
University of Houston Law Center.

3 Concomitant eements of computer programs include user interfaces, hep screens, user manuas,
and interna structure, sequence and organization. Such structure, sequence and organizetion iscommonly,
but, unfortunately ambiguoudy, referred to as "nonliterd elements’ of computer programs, so that a
particular context and scope thereof gpplied by courtsis usudly unclear.
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the moment such work is created, provided that the author exhibits sufficient origindity and does not
infringe upon the copyrights of predecessor authors.®

To establish copyright infringement, a plaintiff must prove ownership of a vaid copyright and
copying of its congtituent protectable elements.® A court faced with the task of determining whether
demongtrated copying risesto the level of infringement must andyze the nature of a copyrighted work to
firg assessits scope of protection and then to assess the extent of the smilarity between the copyrighted
work and the dleged infringing work.” This paper will dso argue that the “ Abstractions Test” origindly
aticulated by Justice Learned Hand® established a suffidently broad basis for properly deciding the

diversity of computer copyright cases that have been invading the federd courts.

1. Copying Presumptions and Connotations
Copying, a least as frequently percelved by triers of fact, is presumptively unlawful. The
connotations associated withthe verb “copy” areindicative of one who eects to engage in the duplication

process ostensibly to benefit from the fruits of another's labor. If an accused defendant infringer had not

®Feist Publications, Inc. v. Rural Telephone Service Co., 499 U.S. 340, 34?, 111 S.Ct. 1282,
1287 (1991).

® Miller v. Universal City Studio, Inc., 650 F.2d, 365, 1375 (5th Cir. 1981); Engineering
Dynamics, Inc. v. Sructural Software, Inc., No. 92-3444 Sip Op., a 9 (5th Cir. July 13, 1994), dting
Feist Publs. v. Rural Tel. Serv. Co., 499 U.S. at 361, 111 S.Ct. at 1296 and Plains Cotton Co-
Operativeof Lubbock Texasv. Goodpasture Computer Service, Inc., 807 F.2d 1256, 1260 (5thCir.),
cert. denied, 108 S.Ct. 80 1987).

" Feist Publs. v. Rural Tel., 499 U.S. at 361, 111 S.Ct. at 1296.

8 Nichols v Universal PicturesCorp., 45 F.2d 119 (2d Cir 1930), cert. denied, 282 U.S. 902
(1931).



engaged incopying dl or part of aplantiff'swork, thensuch defendant would not be subjected to the legd
machinery of the courts. But copying isnot actionableper se: the focus should be whether copying activity
infringes upon the rights of another.

A subtle byproduct of Saturday Night Live's “Copymeister” character® is the message that
photocopy machines have permeated the business environment and that copying is not inherently a
dastardly deed. Justice O'Connor, indeed, has recently articulated that “[n]ot al copying, however, is
copyright infringement™® and that the condtitution “encourages others to build fredy upon the ideas and
information conveyed by awork.”** In particular, the congtitution authorizes and Congress has enacted
Copyright Statutes to “[p]romote the Progress of Science and useful Arts." 12 Accordingly, to establish
copyright infringement, both ownership of avdid copyright in awork and copying of origind (and hence

protectable) congtituent elements of the work must be proven.

[11. Overview of Copyright Protection

It is well settled that computer programs may receive copyright protection, notwithstanding

®Saturday Night Liveisatelevisionprogrambroadcast on Saturday nightsand presentingaseries
of skits which typically humoroudy portray aspects of the human condition. The "Copymeister” is a
character, developed and depicted by cast member Rob Schnelder, who Sits at a desk near a corporate
copy machine and taunts every fdlow employee making copies. Thistaunting isintended to be merdy in
jest, notwithstanding being obnoxious to the Copymeister's fellow employees.

1 Feist Publs. v. Rural Tel., 499 U.S. at 361, 111 S. Ct. at 1296.
11d., 499 U.S. at 351, 111 S.Ct. at 1290.

21d,, citing Congt., Art. 1, 8 8, cl. 8.

Bd., 499 U.S. at 361, 111 S.Ct. at 1296.
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inherently having an utilitarian purpose.* For copyright registration purposes, computer programs are
considered to be literary works.™ This protection has been accorded not only to computer program litera
elements manifest in source code'® or object code,*” but aso to its non-literd eements manifest in auser
interface, screen layout, and structure, sequence and organization. 8

But the scope of copyright protection is limited by statute, precluding such protection from being
extended to "[] any idea, procedure, process, system, method of operation, concept, principle, or
discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such
work."® This section was added by amendment to incorporate well-settled law, articulated by the U.S.
Supreme Court in the time-honored Baker v Selden case®.

Prior to filing a copyright infringement suit in federd court, registration of the underlying cregtive

1417 U.S.C. 8101 (1992) defines a computer program as a"set of statementsor indructionsto
be used directly or indirectly in a computer in order to bring about a certain result” and 17 U.S.C. 8
102(a)(1990) dtates that"[c|opyright protection subsists [] in origind works of authorship fixed in any
tangible medium of expresson [] from which they can be perceived, reproduced, or otherwise
communicated, either directly or with ad of a machine or device." See also Vault Corp. v. Quaid
Software Ltd., 847 F.2d 255, 259-260 (5th Cir. 1988).

15 See The Gates Rubber Company v. Bando Chemical Industries, Ltd., 9 F.3d 823, 839 (10th
Cir. 1993) and Computer Associates, Inc. v. Altai, Inc., 982 F.2d 693, 1249-1250 (2d Cir. 1992).

16 CMS Software Design Sys., Inc. v. Info Designs, Inc., 785 F.2d 1246, 1249 (5thCir. 1986).

17 Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1249 (3d Cir. 1983),
cert. dismissed, 464 U.S, 1033 (1984).

18 See R.T. Nimmer, The Law Of Computer Technology 1 1.02 (Cum. Supp. No. 1 1993).
1917 U.S.C. § 102 (b) (1988).

20101 U.S. 99 (1880).



work must be obtained.?* Applicationsfor copyright registration of computer programs, filed under Form
TX as nondramatic literary works?, typicaly receive only amodicum of examingation by the Examining
Division of the Copyright Office?® The purpose of such a cursory examination is to establish that there
exigs a leag aminima guantum of origindity in the work to merit registration.?* In addition, the recent
provisionfor supplementing copyright regigtrations withamplifications and correctionsunder FormCA, has
enabled applicants to easily rectify errors or omissions with impunity.? It should be noted that for

infringements perpetrated prior to obtaining copyright registration, Statutory damages® are not available.’

Notwithstanding that copyright protection may not be extended to idess, procedures, processes,

2L Vault Corp. v. Quaid Software Ltd., 847 F.2d 255, 262 (5th Cir. 1988), citing 17 U.S.C. §
411 ("no action for infringement of the copyright in any work shdl be indituted until regidration of the
copyright damhasbeenmade([]"). Regidration being aprerequistefor filing acopyright infringement suit
appears to be ephemera, however, inview of HR 897 being passed inthe House of Representatives on
November 20, 1993 and S 373, itscounterpart, expected to be passed by the Senate sometime in 1994.
See 47 P.T.C.J. 78 (November 25, 1993) (BNA).

22 Compendium |1, Compendium of Copyright Office Practices, 1 321 at 300-16 (1984).

%3 See Declarationof JA. Baumgarten, former Genera Counsdl of the Copyright Office (extension
of Patent and Trademark Office'sinequitable conduct doctrine to Copyright Officeimproper), at 3-4, filed
November 15, 1990 in Ashton-Tate v. Fox Software, Inc., 12 U.S.P.Q.2d 1734 (1991) (dismissal by
agreement); see a0 Wiley, Copyright at the School of Patent, 58 U.CHI.L.REV. 119, 157 (1991).

24 For indght into the minima standard of origindity prerequisite to copyrightability, see Feist
Publs. v. Rural Tel., 499 U.S. at 361, 111 S.Ct. at 1296; Donald v. Zach Meyer's TV Sales and
Service, 426 F.2d 1027 (5th Cir. 1970), cert. denied, 91 S.Ct. 459 (1971).

%5 See Copyright Office Circular 8, Supplementary Copyright Registration.

2 See 17 U.S.C. § 504 (1988).

2717 U.S.C. § 412 (1990).



systems, or methodsof operation, courtshave occasionally granted protectionto computer programs which
exceed the coverage which would be attainable under the patent statutes. Patent protection, while being
eventudly recognized by the computer industry inthe late 1980's as a viable means of software protection,
routingly recelves rigorous examinationby the US Peatent and Trademark Office and concomitantly typically
requires protracted prosecution by patent attorneys, before Letters Patent are granted. The filing of a
patent applicatior’®entitles anapplicant to designate a purported inventionas having a“ Patent Pending” or
“Patent Applied For.” But the mere filing of a patent gpplication does not assure that an goplicant will
receive the patent grant.® To be patentable, aninventionmust satisfy the threefold statutory prerequisites
of ussfulness, novelty and nonobviousness® While the life of a patent for aninventive concept is 17 years,
the life of copyright inacreative work of authorship is, for an author, the author's life plus 50 years or, for
anonymous or pseudononymous works or works madefor hire, 75 years from the year of first publication
or 100 years from the year of creation, whichever expires first.3! Thus, to the extent comparable
protection may be achieved via either the copyright or patent statutes, copyright is cheaper, quicker and
lives longer.

Thus, thereisasystemic probleminthe intellectua property regime: notwithstanding the copyright

statutes precluding protection to inherent aspects of computer programs, to wit: ideas, procedures,

28 Patent applications are filed in the U.S. Patent and Trademark Office pursuant to 17 U.S.C. §
111 et seq. and in accordance with 37 C.F.R. § 1.51 et seq.

29 See Wiley, Copyright at the School of Patent, 58 U.CHI.L.REV. at 157.
0 See35U.S.C. §101.

3117 U.S.C. § 302 (1988).



processes, systems, etc., the effective scope of protection accorded computer programs based upon
copyright registrationfrequently exceedsthe scope of protection that would be attaingble through a patent
grant. The scope of a patent grant is measured by the particular language of its damswhich must have a
precise antecedent basis in the specification and drawings. Furthermore, dlowance of the clams of a
pending patent gpplication is obtained only after rigorous scrutiny by a patent examiner. The scope of a
copyrighted work, inthe context of ascertaining the preciselimitsof anauthor'sdam of proprietary rights,
is not entertained by the US Copyright Office; such scope is ascertained by ajudge in federa court for
matters in controversy. Accordingly, the quintessentia issue involved in copyright infringement litigation,
isthe scope of protection to be afforded a registered work of authorship. The boundary vaues of such
protection should be dictated by the scope of thedementsof the work actudly registered,® and, of course,
within the statutory limits of copyright protection. Courts routingly cite basic copyright principles but,
unfortunately, unevenly assess the scope of copyright protection. Hence, findingsof copyright infringement
throughout the circuits have proven to be unpredictable. This unsettled Stuetion is primarily due to the

obstacles to judicious selection of a proper and religble test for ascertaining copyright infringement.

V. Copyright Infringement: The Nichols Subgtantid Smilarity Andlyss
To establish copyright infringement, aplantiff must prove actionabl e copying of a copyrighted work

by an accused infringer. Of course, a prerequisite of actionable copying is for a plaintiff to own a

32 Cable NewsNetwork, Inc. v. Video Monitoring Services of America, Inc., 940 F.2d 1471,
1479 (11th Cir. 1991).



copyrighted work sufficiently origina to merit protection as contemplated under copyright law. 3 A plaintiff
is typicdly unable to prove actua copying and, accordingly, must prove that the accused infringer had
accessto the copyrighted work.* To prove actionable copying of a copyright-protectable work, a plantiff
must show that the alegedly infringing work whichissmilar to plantiff'scopyrightedwork is so subgtantidly
smilar to plantiff'swork to be aninfringement thereof *  But the rub isfor acourt to invoke a proper test
and to conduct an gppropriate andyss for such determination of subgtantial Smilarity.

The so-called “ Abstractions Test” articulated by Justicel earned Hand morethansixty years ago®
has been the badis for tests of copyright infringement, dbeit in severd variaions. This Abstractions Test
and intertwined subgtantid smilarity anayss were announced by the Nichols Court to help assessthe
boundaries of protectability for a copyrighted work, recognizing that suchboundarieswere not necessarily
limitedto literd text and the like. Indeed, if protectability werelimited to literd text, then“aplagiarist would
escape by immateria variations.”®

The Nichols Court grappledwithafact stuationwhichcompared two plays withcommon themetic

materid comprisng a“ quarrd betweenaJewishand anlrishfather, the marriage of ther children, the birth

% Feist Publs.v. Rural Tel., 499 U.S. at 361, 111 S.Ct. at 1296; Donald v. Zach Meyer's TV
Sales and Service, 426 F.2d 1027 (5th Cir. 1970), cert. denied, 91 S.Ct. 459 (1971).

3See, generdly, 3 Nimmer and Nimmer on Copyright § 13.01 [A] and See R.T. Nimmer, The
Law Of Computer Technology 1 1.03[4].

% Seg, generdly, 3 Nimmer on Copyright § 13.03 [A].

%Nicholsv Universal Pictures Corp., 45 F.2d 119 (2d Cir 1930), cert. denied, 282 U.S. 902
(1931).

37 1d at 121.



of grandchildrenand areconciliation.”®® Plaintiff Nichols, asthe author of “ Abig'sIrish Rose,” dleged that
the defendant'smotionpicture“The Cohens and The Kdlys’ congtituted anunlawful taking of copyrighted
materid . *

The Nichols analysis provided a means to help perceive the structure underlying a copyrighted
work asaprogression of trangtions between successve levesof abstractionuntil a critical transitionoccurs
wherein thereis a clear separation of unprotectable idea from protectable expression.*®  The approach,
specificaly targeted for a play, but anticipated by the Nichols Court to gpply to any work of authorship,
envisons a series of discrete plateaus, progressing bottom-up fromthe most detailed to the most generd
leve of abstraction. Each such level or plateaf!, regardiess of its relative placement in the abstraction-
hierarchy, depends from the work of authorship and is populated with particular condituent eements of
thework. Thus, visudizing the progression from the bottom toward the top of the hierarchy of plateausfor
the theoretical abstractions corresponding to aplay like AbiesIrishRose, for each suchplateau"moreand
more of theincident isleft out." Accordingly, each trangtion to ahigher level of abstraction corresponds

to aplateau characterized by incrementally less detail and more generdlity. 42

B|dat 122.
¥ |dat 120.
“ldat 121.

4L The writer prefersto use the term "plateau” instead of the term"level" because plateau connotes
a physcd region having contours and the like which better depict the multidimensondity and
multifunctiondity of computer programs and interactive, dynamic user interfaces; level connotes a one-
dimensiond height measure.

“2d.



Once such a hierarchicd decomposition is accomplished, then how does an analysis of these
Nichals plateaus provide guidanceto a court charged withcomparing two alegedly amilar works? Justice
Learned Hand provided atheoretica basis for atwo-step resolution of the infringement issue. Fird, there
is an assessment of the scope of protection to which a work may be entitled, if any, conducted on each
abstraction plateau. While assessing the copyrightability of thedementssubsumedintoplantiff's Abie's Irish
Rose, the coverage was denied to certain dements because of public domain, merger and/or common
character and scene prototype considerations.®® Second, if awork is, indeed, entitled to protection, there
is a comparison between the copyrighted work and the adleged infringing work to ascertain whether
gmilarities there between are auffident to be deemed “ substantid,” whereupon ligility for infringement
attaches*

For copyright infringement scenarios in which litera infringement is perpetrated, eg., in which an
accused infringer dlegedly has appropriated “ablock [of protectable copyrighted materiadg] ingtu,” amilar
quantaof purportedly specific expressions inthe accused work should be compared withthe copyrighted
work. But for scenariosin which an dleged “plagiarist does not take out a block in Situ, but an abstract
of the whale []”, then, for such non-literd infringement of protectable copyrighted materids, the

subgtantiaity of such* abstract of the whol€e” inthe accused work should be compared withthe copyrighted

41d. at 121-122. For example, the theme of a quarrel between Jewishand Irish fathers, marriage
of their children, birth of grandchildren, and ultimate reconciliationbetween the fatherswas held to be "too
generdized an abstractionfromwheat she [the author] wrote. 1t was only a part of her ‘ideas" " Similarly,
the four characters gppearing in plaintiff's play were deemed to be common prototypes. "The lovers are
so faintly indicated as to be no more than stage properties.”

“1d. at 121.
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work.*

Stated differently, the Nichols andyss firg attempts to focus upon appropriate plateaus which
contain awork's copyrighted and protectable materials. Once these plateaus containing such expression
are ascertained, then smilar expression incorporated in the aleged infringing work may be compared with
the complete copyrighted work, construed in the context of the underlying skeleton or structure which
“pervades and supports’ the copyrighted work at large.®® But whether the dleged infringing méaterid is
essentidly “a block in Stu” or not, the substantidity of the protectable materids which have been
gopropriated from the copyrightable work must be analyzed in the context of such copyrighted work in
toto.

Hence, to properly apply the Nichols andyss, a court has the twofold task of focusng upon the
protectable portion of a copyrighted or copyrightable work and then assessing the appropriation thereof
issubgtantia in view of the work asa whole. To assg trid judges ascertain the critical plateau at which
to evauate the scope of protectable expression, if any, in awork of authorship, the Nichols Court
provided an illustration taken from Shakespeare's Twel fth Night:

If TwefthNight were copyrighted, it is quite possible that a second comer
might S0 closdy imitate Sir Toby Belch or Mdvalio as to infringe, but it
would not be enough that for one of his characters he cast ariotous knight
who kept wassall to the discomfort of the household, or a vain and

fopppish steward who became amorous of his mistress. These would be

*1d.
“©d.

11



no more than Shakespeare's "ideas' in the play, as little cgpable of

monopoly as Eingtein's Doctrine of Rdativity, or Darwin's theory of the

Origin of Species. It follows that the less developed the characters, the

less they can be copyrighted; that is the pendty an author must bear for

marking them too indigtinctly.*’
Interestingly, the andysis of the scope of protectability includes a “pendty” notion which relates to the
extent of anauthor'sdeveloping (asexpresson) particular ideasand the like. Insufficiently or inadequately
developing such ideas renders purported “expresson” thereof not protectable by copyright; the author is
presumably pendized by not being accorded protection for insufficiently developed ideas manifest in
expresson. Doesthis guidance presumably provide the insght necessary to comprehend the basisfor the
Nichols Court's decision?

Consder the fallowing table depicting sample plateausfor either plaintiff Nichols play or defendant

Universd Pictures motion picture. Plateau 1 corresponds to the highest level of abstraction, the most

generdized plateau. Plateau 4 correspondsto the lowest leve of abstraction, the most detailed plateau.

Plateau Elements Populating Plateau

1 Man meets and marries woman

Man meets and secretly marries woman

2 JewigVIrish man meets and marries Irish/Jewish woman

JewigVIrish man meets and secretly marries I rish/Jewish woman

471d. (emphasis supplied).

12



Pateau Elements Populating Plateau

3 JewigVIrish man meets and marries Irish/Jewish woman, over their respective
parents objections

JewigVlrish man meets and marries Irish/Jewish woman, over their respective
father/widowers objections

JewigVIrish man meets and secretly marries Irish/Jewish woman, using Protestant
miniser

Jewish man meets and secretly marries Irish woman, then introduces her to his
father as being Jewish

4 Jewish woman meets and falsin love with Irish man, with their families bang
hostile neighborsin New York City

Jewish widowed father who is "affectionate, warm and patriarchd” and opposes
the marriage of his son to a Gentile woman

Jewish father who is "tricky, ostentatious and vulgar" and opposes the marriage of
his daughter to a Gentile man

The increasing development of either plot, subplot and/or characters, progressing from plateau 1
to plateau 4 should be apparent. Firgt, the trangition from plateau 1 to plateau 2 introduces ethnicity
couched in the form of Jewigh-Irish interfamily relations. Taking a snapshot of a plateau having man and
woman meting and (secretly) marrying and even introducing ethnicity consderations, fails to portray
sufficient peaks and valeys to manifest credtivity for copyright purposes.® Thus, any similarities occurring
between two works on both plateaus 1 and 2 should be considered asmere plot subsections or character
stereotypes and, accordingly, unprotectable expression. Second, the trangition from plateau 2 to plateau

3 introduces intermarriage logidics. Taking a snapshot of a plateau having man and woman (secretly)

®|d. at 122.

13



marrying across rdigious barriers, dill fals to portray suffident contours of credtivity for copyright
purposes.®® Thus, the trangtion from plateau 2 to plateau 3 is not Significant: any similarities occurring
between two works on plateau 3 should be considered, on the Nichols facts, as mere plot subsections or
character stereotypes and, accordingly, unprotectable expression.® Thetransition to plateau 4, however,
introduces suffident creetivity in the form of contours representing more detailed plot and character
development !

In particular, the Nichols Court found, on the one hand, that the Soriesin the plaintiff's play and
the defendant's motion picture were dgnificantly different, and, on the other hand, that ther thematic
amilaitieswere “too generdized an abstraction from what she [plantiff] wrote. 1t was only part of her
‘ideas” ” It was dso found that the character development common to each work was merely a set of
predictable prototypeswdl knowninthe art. Hence, it was held that there was no infringement of Nichols

work and that her copyright “did not cover everything that might be drawn from her play.”®? It is usgful

“1d. at 121-122.
©1d.

5ld. at 122.

The plantiff's Jew isquite unlike the defendant's. His obsesson ishisrdigion, on
which depends such racia animosity as he has. He is affectionate, warm and
patriarchd. None of these fit the defendant's Jew, who shows affection for his
daughter only once, and who has none but the most superficid interest in his
grandchild. Heistricky, ostentatiousand vulgar, only by misfortuneredeemedinto
honesty. Both are grotesque, extravagant and quarrelsome; both are fond of
digolay; but these common qudities make up only a smdl part of their smple
pictures, no more than any one might lift if he chose. (Emphasis supplied).

51d. at 122.

14



tonotethat the Nichols Court observed that the difference inrace between Nichols respective Jewishand
Irish widower fathers, who function as each other's foil, was dictated by the man rdigious theme of the
play.> This, of course, echoes the well-settled scenes a faire doctrine,> and supports the holdings in
Plains Cotton Co-Op v. Goodpasture Computer Services and Computer Associates v. Altai which
found copyrighted materids to be unprotectable because of factors and considerations external to the
author and contrary to the congtitutional purposes of the copyright statutes.>®

Accordingly, it was held by the Nichols Court, presumably making its observations on plateau
3, representing the culmination of the top three (generdized and stereotyped) abstractions, that the
defendant had taken no more of the characters “than their prototypes have contained for many decades’
accompanied by a detailed recitation of the severd differences which clearly distinguished the plantiff's
charactersfromthe defendant's (Smilar but not substantidly similar) characters.  The Court dso held that
the theme of plaintiff'splay was not protectable by copyright because it was* too generdized an abstraction

from what she wrote. It was only apart of her ‘ideas .”*®

V. Computerizing the Subgtantial Smilarity Test

8 d.
54 See 3 Nimmer On Copyright & 13.03[B][4].

> Plains Cotton Co-Operative of Lubbock Texas v. Goodpasture Computer Service, Inc.,
807 F.2d 1256, 1262 (5th Cir.), cert. denied, 108 S.Ct. 80 (1987)(relying on Synercom Technology,
Inc. v University Computing Co., 462 F. Supp. 1003 (N.D. Tex 1978) (Higginbotham, J.); Computer
Associates, Inc. v. Altai, Inc., 982 F.2d 693 (2d Cir. 1992).

*®|dat 122.
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UsngtheNichols Court's guiddines, bothtrid and appellate courts have strivenover the past Sixty
years to properly adapt its andyss to determine the scope of protection to be accorded a diversity of
works of authorship, and then to ascertain whether there exists substantia smilarity between an dleged
infringing work and a plaintiff's copyrighted work. Learned Hand applied this reasoning to decide whether
the film entitled “Letty Lynton” infringed upon the copyrighted play entitled “ Dishonored Lady” in Sheldon
v. Metro-Goldwyn Pictures Corp.>” Walking through his substantid Smilarity andyss, Justice Hand
observed that amilarities included the same Stus, the same socid class, smilar characters and pardle
incidents throughout the respective works.® Accordingly, since the film was found to exhibit substantial
amilaritywith sufficiently detailed and developed leve s of abstraction which permeeted plaintiff Sheldon's
play, defendant was hdd to have committed infringement and was enjoined from prafiting further from
showing its film. The Sheldon Court, responding to defendant's argument that some of Sheldon's play
borrowed from the public domain, noted that unlike patent protection, origindity but not novety was
required for copyright protection.>®

A decade later, the Second Circuit addressed the substantid amilarity issue related to musicd
compositions by subdividing its andysis into two steps.® Firdt, it was determined whether a defendant

copied its muscd compodtion from plantiff. Then, it was determined whether such copying was

781 F.2d 49, 54 (2d Cir.) (L. Hand, J.), cert. denied, 298 U.S. 669 (1936) (substantid Smilarity
prerequisite for infringement).

%8 |d. at 54-55.
*91d. at 53-54 (borrowing is not fatal to copyrightability provided there is prerequisite origindity).
% Arnstein v. Porter, 154 F.2d 464 (2d Cir. 1946).

16



auffidently substantia to congtitute misappropriation. Pursuant to deciding the first, (copying) step, the
Arnstein Court compared the musical works in toto, i.e., both the protectable and nonprotectable
elements were compared. Furthermore, deviaing from traditiond criterion of consdering only the lay
observer's vantage point, the court permitted anaytic dissectiorf* from an expert's vantage point. In the
second step, however, the extent of the copying was andyzed from the intended music-listening audience
vantage point, i.e., precluding dissection and experts.®?

Some twenty years later, the Ninth Circuit applied the Nichols rationde to establish that a
defendant's gregting cards were subgtantialy smilar to copyrighted greeting cards, by citing to the Second
Circuit's Sheldon decision.®® In andyzing the characters depicted on greeting cards, the mood conveyed
by these characters and the arrangement thereof, the court found that, at this leve of detall, there was a
“remarkable resemblance’ therebetween. Indeed, the Roth Greeting Cards Court articulated its
subgtantial Similarity assessment in terms of defendant's duplicating plaintiff's “total ook and fed.”%

The Ninth Circuit then applied this total concept and fed doctrine in Sid & Marty Krofft
Television Productions v. McDonald's Corp.,% to ascertain whether characters which appeared in

McDondd's advertising infringed upon Sd & Marty Krofft's?H.R. Pufnstuf” characters. It was held that

®1 Andytic dissection contemplates decomposing awork into its component parts and anayzing
each component individudly.

62 1d. at 468-69.

% Roth Greeting Cards v. United Card Co., 429 F.2d 1106, 1110 (9th Cir. 1970).
% d.

8 562 F.2d 1157 (9th Cir. 1977).
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McDonad's characters captured the total concept and fed of the H.R. Pufnstuf characters and setting, and
were, accordingly, subgtantidly smilar thereto. While ascertaining whether substantia amilarity existed
between the works in issue, the Sd & Marty Krofft Court announced a twofold test for enabling a
comparison to be made, modeled after the Second Circuit's Arnstein test.  First, the Court gpplied an
“extringc tex” to assessthe generd amilarity of ideasand concepts, usng andytic dissectionand experts.
Next, an “intringdc” test was gpplied to compare the particular expresson used for such amilar ideas and
concepts onthe basis of their impact uponordinary observers.® Thisincamation of asubstantia Smilarity
andyss fals to improve upon the Arnstein andyss it focuses on copying of idea instead of expression
during its extringc sep and then limits andysis during its subsequent intringc step to determining whether
there is suffident amilarity of expression of the smilar ideas and concepts. Thus, it fails to isolate
protectable expresson and then to anadyze the impact of copying suchexpressionrddive to the complete
copyrighted work, from the vantage point of alay observer.

Thereafter, the Second Circuit took the baton and affirmed a decisionthat two MGM filmsentitled

“Tarzan, the Ape Man” did not infringe upon the book entitled Tarzan of the Apes.®” Expresdy invoking

the Nichols andyss, after observing “clear amilarity” at high, generd leves of abstraction invaving the
lifestyle of the Tarzan character, the Burroughs Court found that at specific levesof abstractiontherewere
“differences in the story overwhelm this genera Smilarity.” 8 In particular, the various incidents of the

respective Tarzan stories in the films vis a vis plaintiff Burrough's book were consistently found to be

% 1d. at 1164-1165.
" Burroughs v. Metro-Goldwyn-Mayer, Inc., 683 F.2d 610 (2d Cir. 1982).
% |d. at 623-625.
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dissmilar. Furthermore, the similarities in Tarzan characters were found to be within the scope of a

character license granted to MGM.%°

Before tracing the gpplication of the substantia amilarity andlyss into the computer software

indudry, it is indructive to attempt to apply the Nichols andyss to a recent U.S. Supreme Court

compilationcopyright decison. Whilenot explicitly referring to theNichol sAbstractions Test or copyright-

protectability andysis, Justice O'Connor at least colorably gppears to andyze the e ements of a busness

white pages on a dmilar (subgantidly amilar?) basis in deciding Feist Publications, Inc. v. Rural

Telephone Service Co.” That is, Justice O'Connor articulated her andysis of the scope of protectability

to be accorded bus nesswhite pages interms of e ementswhichmay be broken down into platesus thudy:

Plateau

Elements Populating Plateau

1

type of information reported about each telephone subscriber

factud information, per se

ordering of subscribersin atelephone directory

2
3
4

ordering of thisinformation for each subscriber

It should be appreciated that the Nichols andyss compels the trier of fact to establish a hierarchy (of

relative generdity) of eements contained in a copyrighted work. The Feist Court, applying traditiona

doctrines of copyright law to what was reduced to a compilation of facts, after terminating the ill-founded

% |d. at 624.

7111 S. Ct. 1282 (1990).
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“sweat of the brow” doctrine,”* to each of these four plateaus, held that a creative spark was missing from
the gardenvariety compilationinherent inatelgphone listing (whose elements popul ated these plateaus).”
Since businesswhite pages failed to possess sufficient origindity to merit any protection by copyright, no
copyright infringement liability attached. Having demondrated a reasonable fit of the Nichols anaysisto
afamiliar fact qtuation, it istime to vigt the “computerization” of this and rdated andyses.

Prior to the advent of desktop computers and the likeinthe 1980's, Justice Patrick Higginbotham’®
decided litigation invalving the protectability of input data formats used in conjunction with mainframe
computer software. Judge Higginbotham observed that “these formats expressto the user the sequencing
of datafor amplified accessto the computer programs’ and “communicatesthe sel ectionarrangementsand
sequence’ of such data.”™ In view of the well-established congtraint againgt granting copyright protection
to blank forms,” the court articulated “[t]hat these ciphers bear the computer world name of formatsis
unfortunate because it suggests that are formats as that termis used incopyright law; they arenot.” ® The
Synercom Court hdd that there was no idea separable fromthe formats per se, and, accordingly, deemed

them to be uncopyrightable. The court articulated, however, that these input formatsmay be represented

T |d. at 1292-1293.

2|d at 1297.

73 Sitting as adigtrict judge, and now sitting on the Fifth Circuit.
1d. at 1012.

75 Baker v. Selden, 101 U.S. 99 (1880).

®1d. at 1011.
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in severd different forms of expression, including prose descriptions, diagrams and training films.””

The Synercom data formats may be projected upon Nichols plateaus thudy:

Plateau Elements Populating Plateau

1 sequence and ordering of datain fields

2 sequence and ordering of fields on particular card

3 sequence and ordering of cards in deck

Theserespective plateaus depict the different type of order and arrangement that characterize the plaintiff
Synercom Technology's card decks. Based upon the functiona nature of these formats or ciphers, &t all
leves of detail implemented by Synercom Technology, copyrightability did not attach. If applying the
Nichols analyds to the more detailed plateaus falls to trigger a cregtive spark, as contemplated by the
copyright statutes, thenno protection should be avalable and, of course, no infringement should be found.

The prevaent gpplications of tests for scope of copyright protection and for infringement in the
context of underlying computer programs was video game cases which were decided during the 1980's.
The audiovisud displays of such dectronic games were accorded scope of protection on a“total concept
and fed” theory. For example, in adispute between Atari and Amusement World, it was decided that the

total concept and fed of the “Meteors’ video game was not an infringement of the total concept and fed

71d. at 1013.

21



of the “Asteroids’ video game.”® Similarly, the Seventh Circuit held that a defendant infringed upon the
total concept and fed of the “Pac-Man” video game.” Particulaly in view of the margind discrimination
exhibited by the typicd (juvenile) audience playing Pac-Man, severd differencesin * aesthetic expresson”
were deemed to have de minimisimpact upon the substantidity of the smilarity of the video gamesto the
common player thereof.®

Thishand-waving, i.e., total ook and fed, approachto assess ng substantia Smilaritywasextended
beyond video games to a ample menu for generating customized sgns, banners, gregting cards, and
posters.® Defendant's audiovisud displays springing from its “ Printmaster” computer programwere held
to infringe plaintiff Broderbund's copyright in the audiovisud displays springing from its “Print Shop”
computer program, on the basis of their total concept and fed being virtudly identica .2 The trid court
goplied the Krofft adaptation of the Arngtein two-step test concluding that both computer programs
intringcdly “share the same underlying idea” and then condruing that the Printmaster work extringcdly
"captures the 'total concept and fed' of the protected [Print Shop] work.” That the defendant was guilty

of copyright infringement was deemed to be obvious fromthe “ eerie resemblance between the screens of

8 Atari, Inc. v Amusement World, Inc., 547 F. Supp 222, 228 (D. Md 1981) (relying on Sd
& Mary Krofft Television Productions v. McDonald's Corp.).

™ Atari, Inc. v. North American PhilipsConsumer ElectronicsCorp., 672 F.2d 607 (7th Cir.),
cert. denied, 459 U.S. 880 (1982).

8 1d. at 619.
81 Broderbund Software v. Unison World, Inc., 648 F.Supp. 1127, 1130 (N.D. Cal. 1986).
81d. at 1137.
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the two programs.”&3

Prior to goplyingthe Kr offt two-step substantid smilarity test, the Broder bund trid court grappled
with the issue of whether the Print Shop screen displays were protectable by copyright. To resolve this
issue, the Third Circuit affirmation of the Whelan Associates, Inc. v. Jaslow Dental Laboratory, Inc.
decisiorf* wasweighed againg the Syner com Technology, Inc. v. University Computer Co. decison.®
The Whelan Court established the scope of copyright protection to be accorded plaintiff's computer
program by focusing upon which of the various Nichols plateaus was necessary to accomplish thesngle
purpose or function of the computer program. Thus, for copyrightability and consequent infringement
congderations, the “ided’ of a computer program, as a utilitarian work, was held to be tantamount to its
purpose or primary function. By extengon, the Third Circuit reasoned, “everything that is not necessary
to that purpose or functionwould be part of the expression of the idea. []| Where there are various means
of achieving the desired purpose, then the particular means chosen is not necessary to the purpose [].”¢
Hence, since the idea of each of the two computer programs in issue was the efficient organization of a
dental laboratory, virtudly dl of the nonlitera elements of plaintiff's computer program, manifest in its

“structure, sequence and organization” were held to be protectable by copyright &

81d., asillustrated by the sequence of screens and the choices presented, the screen layouts and
the method of feedback to the user.

8 797 F.2d 1222 (3d Cir. 1986), cert. denied, 479 U.S. 1031 (1987).
8 462 F.Supp. 1003 (N.D. Tex. 1978).

8 707 F.2d at 1236.

871d. at 1248.
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Apparently not gppreciating the difference betweenthe grictly linear ordering and arrangement of
fields of data.on an 80-column conventional computer input card® and atwo-dimensional screen display
menu having sound effects, the Broderbund Court considered them both to come under the “user
interface’” umbrdla® But even the much maigned Whelan Court gpparently understood that the
Synercom input data formats held to be uncopyrightable per sewere* sructurdly sSmple as compared to
full [computer] programs []”; but, in the same breath, the court noted that “insofar as data formats are
devices for the organization of datainto forms useful for computers, they are smilar to programs.”*

Accordingly, finding no way to avoid calliding withthe reasoning of the Synercom Court, the Third
Circuit interpreted congressiond intent manifest inthe copyright statutes as “ sequencing and ordering to be
protectable inthe appropriate circumstances’ and concluded that “[t]o the extent that Synercomrested on
the premisethat there was a difference between the copyrightability of sequence and form in the computer
context and in any other context, we think that it isincorrect.”®* That pure vanilla dataformats are per se

uncopyrightable have, of course, been the basis for hardware and software compatibility in the desktop

8 Prior to the advent of personal computersand the like, data was input to mainframe computers
via80-column cards. Each of these 80 card columns ether received a punchinone or more of its 10 rows
(identified 0,1,2,..,9) or was blank, i.e., received no punch at al. Such cards were punched (by a
keypunch operator) in accordance with data entered on predefined input forms whichwere then typicaly
verified for accuracy and ultimatdy input intoacard reader. The card reader sensed presence of patterns
of punchesor holesinadeck of cards and passed the patternto a computer inthe formof eectrica Sgnds.
See, eg., Rosenberg, Business Dictionary of Computers at 43-44 (Wiley 1993).

8 Broderbund Software, 648 F.Supp. at 1132.
9 Whelan v. Jasow, 797 F.Supp. at 1239.
% 1d. at 1240.
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computer marketplace throughout the 1980's and the 1990's.*? Unfortunately, Whelan erroneoudy
concluded that a work merited copyright protection if there are “various means of achieving its desired
purpose, whichpurpose or functioncorrespondsto awork's idea, then everything that is not necessary to
that purpose or function would be part of the expressionof theidea” * Aswill be discussed hereinafter,
while the converse precludes copyrightability®, there are more hoops through which a work must jump
before meriting copyright protection. This ill-founded reasoning was adopted by a district court in
Massachusetts deciding cases involving Lotus Devdopment Corporation's 1-2-3 spreadsheet as a
copyrighted work®® and recently adopted by the Fifth Circuit, rejecting the time-honored Synercom
conclusionthat input data formats are uncopyrightable per se.%  But, fortunately, the First Circuit recently
rectified the tria court’s incorrect perception of copyright law, finding that the Lotus 1-2-3 command

structure and menu structure were methods of operation and, hence, uncopyrightable.®’

92For example, the acceptance of computers manufactured by Compag Computer Corporation
is attributable to 100% compatibility with IBM computers based upon Intel Chips. Similarly, the success
of BMC Software is attributable to 100% compatibility with IBM mainframe software and the like.

% 1d. at 1236 (emphasis supplied).

%See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1253, (3d Cir.
1983), cert. dismissed, 464 U.S. 1033 (1984) (idea merges with expression if there are only a limited
number of ways to implement functions of a computer program).

% See discussion infra pertaining to Lotus v. Paperback Software and Lotus v. Borland
International, Inc. decisons.

% See discussion infra pertaining to Engineering Dynamics, Inc. v. Sructural Software, Inc.;
the writer was counsd for Structurd Software in the trid on the merits and on apped.

7 Lotus Development v. Borland International, 34 F.3d 1014, 1995 U.SApp. Lexis4618,
49 PTCJ 547 (1t Cir. 1995) (BNA); see discussion hereinafter.
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The Ninth Circuit hasrefined its copyrightability andyss and test for substantia amilarity, primarily
to accommodate the peculiaritiesof technology-related controverses. In Shaw v. Lindheim and Brown
Bag Software v. Symantec Corp., the Arngtein-Krofft two-part test was modified wherein andytic
dissection was authorized as a tool for mapping and comparing not only idess, but also expresson.® The
Arngtein-Krofft two-part test was reformulated as an “objective and subjective andyses of expresson”
permitting analytic dissection to be applied to expression in its extrinsic sep.*® Thus, andytic dissection
was liberdly construed as being useful throughout the copyrightability and subgtantid smilarity inquiries.

The Third Circuit's copyrightability andyss gpplied in Whel an has been adopted by adigtrict court
inthe Firg Circuit wherein the structure, sequence and organization of menu commands gppearing on a
compuiter screenwere hdd to be protectable by copyright.1® Having echoed the total look and fed of the
Lotus 1-2-3spreadsheet, Paperback Software wasfound to have infringed 1-2-3'stwo-line moving cursor
menu representing commands and command choices.!®* Thedistrict court after walking through essentially
a Nichols abgtractions andyss, determined on a plateau-by-plateau basis, whether expression was
necessary to express the underlying ideaand whether suchexpressionwasthe only way or only one of only
afew waysto implement theidea. Then, Snce expression which populated dl but the highest plateau were

found to be unnecessary to implement the idea of an eectronic spreadsheet, then the comparable

% Shawv. Lindheim, 919 F.2d 1353 (9thCir. 1990); Brown Bag Softwarev. Symantec Corp.,
960 F.2d 1465 (9th Cir.), cert. denied, 113 S.Ct. 198 (1992).

% Shaw at 1357 and Brown Bag Software at 1476.
1901 otus Development Co. v. Paperback Software, 740 F.Supp. 37 (D. Mass. 1990).
101 1d. at 68.
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Paperback eements taken together were held to be substantially similar to 1-2-3.102

Smilaly, the same didtrict court in a series of decisions has held that various e ements of the
Quattro Pro spreadsheet haveinfringeduponLotus 1-2-3.1% Following the Third Circuit'sleadin Whelan,
these lower court Lotus decisions rgected the Synercom Court’ s andyss and subgtituted a copyright-
protectability test in which the mere existence of more than a few choices for creating elements of a
copyrighted work, e.g., a user interface, magically renders such dements of a copyrighted work
protectable.’® Accordingly, since there were a plurality of ways to implement the 1-2-3 menu structure
and like elements, such dements were held to be protectable by copyright. To establish whether Quattro
Pro infringed Lotus 1-2-3, the digtrict court ostensibly tightened the test used in the earlier Paperback
Software case: to determine whether presumably expressve dements populating each plateau were
protectable, not only dementswhichwere necessary to the underlying idea were to be excluded, but dso
elements which were necessary to implement systems, processes, procedures and methods were to be
excluded.’® This refinement of the test for scope of copyright protectability does not appear to have had
any impact onthe trid court's finding of substantia smilaritybetweenBorland'sQuattroProand Lotus 1-2-
3 spreadshesets. But, asemphasized by the Firgt Circuit, such preclusion of noncopyrightable dementsis

criticd to a conditutiondly correct subgtantial amilarity andyss which depends from the scope of

102 |d. at 60-61.

103 |_otus Dev. Co. v. Borland Int'l, Inc., 788 F. Supp. 78 (D.Mass 1992); 799 F. Supp. 203
(D.Mass 1992); 831 F. Supp. 202 (D.Mass 1993); and 831 F. Supp. 223 (D.Mass 1993). These
decisions have been reversed by the First Circuit. 34 F.3d 1014, 1995 U.SApp. Lexis4618.

104 This legdly unsound doctrine may be viewed as an “inverse’ scenes a faire approach.
105 |_otus Dev. Co. v. Borland Int'l, Inc., 788 F.Supp. at 90, citing 17 U.S.C. § 102(b).

27



copyright-protectability issue. 1%

The Second Circuit directly addressed this key issue of preclusion of noncopyrightable dements
from protectability by introducing a series of “filters’ into the copyrightability analysis'®” After rgecting
thetria court’s reasoning in these two Lotus cases,’® a three step abstraction-filter-comparison test to
asoertain the scope of copyright protection for a computer program was articul ated:1%

[A] court would first bregk down the dlegedly infringed program into its
condituent structurd parts. Then, by examining each of these parts for
suchthings asincorporated idess, expression that isnecessarily incidental
tothoseideas, and dementsthat are takenfromthe public domain, acourt
would then be &ble to gft out dl non-protectable materids. Left with a
kernd, or possbly kernels, of credtive expresson after following this
process of diminaion, the court's last step would be to compare this
materia with the structure of the dlegedly infringing program. The result
of this comparison will determine whether the protectable elements of

programs at issue are subgantidly Smilar so as to warrant a finding of

infringement.

106 | otus Dev. Co. v. Borland Int'l, Inc., 34 F.3d 1014, 1995 U.S.App. Lexis 4618.

197 Computer Associates Int'l, Inc. v. Altai, Inc., 982 F.2d 693, 23 U.S.P.Q. 124 (2d Cir.
1992).

108 |d. at 712.
1923 U.S.P.Q. at 1252-53.
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Thus, the Altai Court withass stance of a court-gppointed expert, after establishing a hierarchy of dements
which populate a series of plateaus of abstraction, proceeded to filter out from the various expressive
elements those dementswhich failed to passtraditiona copyright doctrines''® and/or whichwere dictated
ether by interna operationa or efficiency consderations, or by externa market forces. But then, initsthird
sep, instead of considering the protectability to be accorded a computer program by comparing Smilar
eements in the dlegedly infringing work againgt the copyrighted work as a whole, the Altai test would
andyze each of these protectable e ements on an individua basis.

This gpproach falls to assess the substantidity of the copied e ementsinthe accused work in view
of the copyrighted work taken as aGestalt. Making acomparisontheAltai way is clearly not satutorily
correct: the scope of protection to be accorded acopyrighted work islimited by its protectable e ements,
but these protectable elements must not be segregated from the copyrighted work. A copyrighted work
has been created as a Gestalt and its integrity in that context must be sustained for the purposes of
subgtantia amilarity andyss. This should be true regardless of the nature of the copyrighted work.

This flaw in the otherwise innovative Altai test was rectified in the Tenth Circuit's adaptation
thereof, in the Gates Rubber Co. v. Bando Chemical Industries, Ltd. decison.*'* The Tenth Circuit
announced that it would conduct the requisite protectability and infringement analyss using “in subgantia

part,” the “ Abstraction-Filtration-Comparison” test applied in its Autoskill decision, which was adapted

110 gch preclusive doctrines include merger, scenes afaire, public domain, fair use.
111 9 F.3d 823 (10th Cir. 1993).
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fromthe Altai test.**2 Deciding acaseinvolving two competing computer programswhich aided customers
select replacement industrid belts, the court recognized that copyright infringement andysis does not end
withafindingof copied portions of acopyrighted work, but suchandyss must aso determine whether such
copied portions are protectable under the copyright statutes. 3 Indeed, this circuit court correctly
reasoned that:**

Accordingly, in order to impose lidbility for copyright infringement, the

court mugt find that the defendant copied protectable dements of the

plantiff's program and that those protectable dements comprise a

subgtantid part of the plaintiff's programwhenit isconsidered as awhole.
Since the mathematical formulas and dgorithms contained in Gates Rubber's engineering module of its
computer program appear to be characterized as “ process’ by the trid court, the Tenth Circuit remanded
for clarification of the scope of protectability andyss, including due consderation for filtering out
unprotectable dements.!*®

But, equdly sgnificantly, the Gates Rubber Court articulated that, before any reasonable

incarnationof the Abstraction-Filtration-Comparisontest is gpplied to a particular fact Stuation, it mustfirst

12 Aytoskill, Inc. v. National Education Support Systems, Inc., 994 F.2d 1476, 1487-98 (10th
Cir.), cert. denied, 114 S.Ct. 307 (1993).

113 Gates Rubber Co. v. Bando Chemical Indus., Ltd., 9 F.3d at 834, citing Baker v. Selden,
101 U.S. 99, 101-103 (1880) and Feist Publs., Inc. v. Rural Tel. Service Co., 499 U.S. 340, 349, 111
S. Ct. 1282, 1289 (1991).

141d. at 834-835 (citations omitted).
115 |d
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be ascertained whether there are “ probative amilarities’ between the copyrighted materid en masse and
the alegedly copied materid !¢ It wasfurther € ucidated that before adetailed anaysisis conducted using
such a three-prong test or the like, it is crucid to observe that even though verbatim copying of
unprotectable dements cannot be the bads of infringement ligbility, the extent of apparent copying of dl
dements of a copyrighted work by an dleged infringer must first be assessed.!’” Hence, if there is
insUfficent probative smilarity between a copyrighted work and an dlegedly infringing work, then
infringement liability does not attach and further andysisis unnecessary.

In two recent copyright decisons invalving computer programs, the Fifth Circuit dramaticdly
altered the dready fragile, unevencomputer copyright landscape. InKepner-Tregoe, Inc. v. Leadership
Software, Inc.™8, the Fifth Circuit implicitly adopted the “ abstraction-filtration-comparison” announced
by the Second Circuit inthe Computer Associatesv. Altal case, but limited the necessity of itsapplication
to “ sophisticated treatment of copyright cases.”''® Articulating that rigorous application of thisthree-step
andyds was unnecessary because of the “damning amilarity — nay identity — of organization and
language,” the court equated the language used by the plantiff and the defendant to describethe “heart and

soul” of amode related to participative management as being expression.*?® While L eadership Software

16 d. at 832-833.
17)d. at 832, n. 7.

118 12 F.3d 527 (5th Cir. 1994), cert. denied, 115S. Ct. 82 (1994). The writer was attorney
for Leadership Software on gpped.

191d. at 534.

1201d, The heart and soul language consisted of eight questions or definitions and five problem
attributes or processes which was the basis for the Vroom-Y etten theory of participative leadership
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contended that such heart and sole eements congtituted unprotectable idea which was inherent in every
mode of this management theory, the court agreed withK epner-Tregoe that there are“ countlessway's of
expressing the content of each paragraph [containing one of these dements]” whereby therewasno “need
for the MPO [computer program] screen text to copy exactly the language [].”*2 In so doing, the court
subscribed to the Lotus trial court's unsound copyrightability theory that if there are a plurality of
implementations of a function and the like, then such implementation is protectable under copyright law,
regardless of the absence of copyrightable subject matter.12?

The * abgiractions spectrum” was seemingly visudized by the Kepner-Tregoe Court thudy:

Plateau Elements Populating Plateau
1 management training

asking series of questions about decison-making landscape

suggesting preferred decision-making process

2
3
4 structure, sequence and organization of words, phrases and sentences
5

words, phrases and sentences used to formulate the questions

6 words, ghras& and sentences used to formulate the Erocess&s

The firg three levels of abgtraction, i.e., plateaus 1-3, were deemed by the court to be unprotectable; the
bottom two levels, i.e., plateaus 5-6, were deemed to “ dlearly constitute protected expression.”*% Joining
the consensus of circuits which have hdd tha “non-literd eements of computer programs and other

management.
121 |d
122 Id
123 |d. at 535, citing Gates Rubber Co. v. Bando Chem. Indus., 9 F.3d at 836.
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copyrightable works may be protected” the Kepner-Tregoe Court found that intermediate plateau 4 was
aso protectable.’®* 1t should be noted that the court's attempt to apply the Altai-Gates Rubber filtersto
the copyrightable d ementswhich popul ate plateaus 4-6 was handi capped by itsperceptionthat defendant's
purported underlying management theory “failed to organize and package itsmanagerid truiamsinasingle,
unique, inductable way: there are many ways of organizing those same insghts.”*?

Following this reasoning to whet it considered to be alogicd, but, unfortunately, not aproper legd,
conclusion, the Fifth Circuit held that the five abbreviations used verbatim by both plaintiff and defendant
are incdluded in features of the model which are “origind, protectable expression []."*?° Not only isits
gpplication of the abstractionsfiltration-comparison andyss flawed, but so the Kepner-Tregoe Court
attempted to harmonize its Plains Cotton holding with the Third Circuit's “structure, sequence and
organization” raionae articulated in Whelan, and aso opened the door for reection of the Synercom
decision as being Fifth Circuit law.**" Ironicaly, Synercom data formats or ciphers are a the bottom of
the non-literd dement chain: that such ciphers are held to be per se uncopyrightable causes no violence
tothe" generd noncontroversia propositionthat non-literd aspects of copyrighted works— likestructure,
sequence, and organization — may be protected under copyright law.”*?® Indeed, in a subsequent
copyright decison, the Fifth Circuit seemsto fed the tenson between holding that such data formats are
not per se uncopyrightable and visudizing how such eements can survive passing through a cascade of

124 |d, at 536, diting Computer Assoc. Int'l v. Altai, 982 F.2d at 702-703; Whelan Assoc. V.
Jaslow Dental Lab., 797 F.2d at 1236-38; LotusDev. Corp. v. Paperback Software, 740 F.Supp. at
37.

125 |d. at 537.

126 |d. Theabbreviations Al and All corresponded to Autocratic processes; the abbreviations Cl
and ClI corresponded to Consulting processes; and Gl corresponded to Group processes. Query: Did
the court properly describe these abbreviations as "arbitrarily selected characters'?

127 d. at 536, n. 20. TheFifth Circuit apparently perceived that to the extent that itsPlains Cotton
decisonembraced Synercom at the expense of Whelan, it was positioned contrary to the Supreme Court
holdingin Feist.

128 |d
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functiondity filters and the like.

Shortly after its Kepner-Tregoe v. Leadership Software decision was handed down, the Fifth
Circuit decided Engineering Dynamics, Inc. v. Structural Software, Inc., dragticaly changing what was
considered to be settled copyright law by holding that input/output data formats may be copyrightable.’
I nterestingly enough, the Fifth Circuit acknowledged that “computer user interfaces|] to the extent that they
are highly functiond, or, like the output formats in this case, to the extent that they contain highly
standardized technica information, they may lie very near the line of uncopyrightability.”**° If atypica
multifaceted, dynamic user interface like Lotus 1-2-3, WordPerfect for Windows or Microsoft Windows
lies either near, very near or perhaps adjacent the line of uncopyrightability, where does that leave a one-
dimensiond, atic dataformat?3

Paintiff complained that defendants copied input and output dataformats into its user manud and
user interface.’®? Defendants, like the rest of the computer industry, assumed that such ciphers were per
se uncopyrightable, and argued that only a handful of its input data formats were copied from plantiff's
formats, which were, in turn, copied from Synercom Technology in the 1970's. The Fifth Circuit
distinguished Engineering Dynamics data formatsfromthe ciphers considered by the Synercom Court to
be per se uncopyrightable because “the sequence and organization of formats and reportsisasawhole

copyrightable.”***  Relying on its Kepner-Tregoe decision, the court perceiving no synergy with the

1299 26 F.3d 1335, reh'g denied, F.3d , 1995 U.SApp. Lexis?, n. 9. Thewriter wastria
counsel and represents Structural Software on appedl.

130 |d. at 1348 (emphasis supplied).

131 |t is interesting to note that the so-called user interface in this case comprised completely
independent input 80-column ciphers and output 133-column reports. On the other hand, for the user
interfacesinvolved in such cases as Apple Computer v. Microsoft and Lotusv. Borland, or Broderbund
Software v. Unison World, as observed by the Engineering Dynamics Court, "it may be difficult to
classfy agiven interface as or the other [i.e., asinput or output].

132 d. at 1340.

1331d. at 1339. It should be noted that due to plaintiff and defendants fundamental disagreement
about what verbiage could be included in user manuds to document input and output dataformats, in the
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Synercomhoalding, and held that “nonliterd e ements of computer programs may be copyrighted inthe Fifth
Circuit, but not necessarily copyrightable inthis case.”*** This copyrightability was remanded based upon
the FfthCircuit'sadaptati onof the abstracti on-filtration-comparison copyrightability scopeandysisapplied
in Gates Rubber Court.**

Itisironic that the purported compilation of input formatswasremanded for aconsideration of their
copyrightabilityasanonlitera dement of acomputer program, notwithstanding that the underlying computer
program was not registered.  But the court perceived such formats as equivaently “springing from a
computer program or from a user manud.”** The Fifth Circuit thus concdludes that “EDI complied with
the statutory formdities in regard to the user manuas and input formats and output formats reproduced
therein.”*¥" This s correct regarding portions of the user manua and the output reports, but incorrect
regarding input formats. Input formats, to the extent that they pass copyrightability muster, would be
covered under a separate copyright registration for either the computer program or the formatsper se.**®

The Engineering Dynamics Court found that “the formats, taken as a whole, reedily qudify as

‘expression’ measured againgt the idea versus expression dichotomy” **° and viewed the filtration step as

context of arefashioned user manua prepared post-trial under orders by the digtrict court, aspecia master
was appointed. Thespecid master'sfindingsand conclusionsthat defendants refashioned user manua was
noninfringing, were adopted by the digtrict court.

134 |d. at 1342 (emphasis supplied).

135 1d. at 1342-43, citing Gates Rubber v. Bando Chem. Ind., 9 F.3d at 834; Computer Assoc.
Int'l v. Altai, 982 F.2d at 706-11; and Nimmer and Nimmer, 3 Nimmer § 13.03 [F] (successve filtering
methodol ogy).

136 d. at 1342, n. 9.
1371d. at 1340, n. 3.

138 Generally, to obtain broad copyright protectionfor awork of authorship such as Lotus 1-2-3
or Quattro Pro a single registration would be sought covering the computer programand user manua, as
acompletework. Copyright shouldincludeprotectiontodl literd and nonlitera dementsof such computer
programs, provided cregtivity and origindity prerequisites are satisfied.

139 d. at 1344.
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imposing limitations upon the scope of copyrightability and Smultaneoudy providing defenses againd illicit
copying. Thus, normalizing the outcome of the preceding abstraction step, the filtration step enforces the
conditutionaly and statutorily mandated balanceto* protect anauthor'sorigind, creetive expressioninsofar
asis compatible with general advancement of expressive arts and the ‘free use and development of non-
protectableideasand processes.”'*° But to overcometheBaker v. Selden'! bias againgt protectingidess
and processes, the court subscribed to the Lotustrial court's misapprehended interpretationof copyright
law by alowing that the “command format and sequence structure in an origina word processing or
computer spreadsheet should be copyrightable because asawhole, the interface's structure and hierarchy
condtitute a high degree of origind expression.”'#2 But users of Microsoft Word, Lotus Ami Pro and
Novel WordPerfect, the leading word processing software in the 1990's, should be aware of the smilar
menu and command structure thereof, whichcomprisesther respective user interfaces. Such commondity
is driven by ease of learning and ease of use criteria, which, of course, is driven by functiondity and
efficiency, not origindity. While thereis no questionthat cregtivity and origindity subsst insuch software,
copyright protectability should be foreign to dementswhichinhere onthe basis of utilitarianconsiderations.
Nevertheless, the Fifth Circuit ingtructed the didtrict court to apply scenes a faire limitations to prevent
copyright protection being accorded plaintiff for input and output formats appearing in its user manua
because of demands of the offshore engineering industry or because of being dictated by standard
practices.1*3

This filtration analysis was contemplated by the court as being followed by an assessment of

substantia Smilarity betweenprotected express onappearing inplaintiff's copyrightedwork and defendants

140 |d. at 1345, citing Computer Assoc. Int'l v. Altai, 982 F.2d at 711.

141101 U.S. 99 (1980). Thisprohibitionisexpresdy incorporated into the copyright statutes. See
17 U.S.C. 102 (b).

1421d,, citing Lotus v. Paperback Software, 730 F.Supp. at 65-65.
143 1d. at 1346-47.
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copying any aspect of such protected expression in the accused work.*** Pertaining to the compilation of
formatshdd to be possibly copyrightable, the Fifth Circuit articulated that the tria court should accumulate
into asuspect “ subset” dl of defendants dataformatsthat individudly are  substantidly smilar” to plaintiff's
pardllel copyright-protectable dataformats, and thento assesswhether this subset is sufficently subgtantialy
similar, in view of, a best, a“thin” compilation copyright shield,*** to congtitute infringement.

But it should be noted thet this substantid similarity andyss authorizing the tria court to reconcile
for infringement purposes, the suspect subset againg only a portion of plaintiff's compilaion.’* The Fifth
Circuit inadvertently contradicted its own conclusion that “the ultimate focus [] should be on the input
formats and output reports taken as a whole.”'*" When andyzing substantia similarity of awork based

upon a compilation copyright, the focus should be the compilation en masse. This anomay wasrectified
in the court’s supplementa decision in which the phrase “or a part thereof” was deleted.**

Asfurther limitations uponthis latter comparisonanayss, the court cautioned thet “the law ismore
protective of highly origina and highly expressive worksthan it is of functional and nonfiction works.”4
Accordingly, protection accorded a computer user interface, if any, should be “thin” because works like
data formats, “to the extent that they contain highly standardized technica information, they may lie very
near the line of uncopyrightability.”**® On thisimportant point of law, astring of video game and computer

cases invaving display screens was cited for which verbatim copying was a prerequisite for such thin

144 1d. a 1347, citing Altai at 710.
145 1d. at 1348 (emphasis supplied).

196 |d. at 1347 (authorizing suspect subset to be compared with only a part of the copyrighted
work, to assess whether infringement of the compilation occurred).

147 Id
v F3d ,1995U.SApp. Lexis?
19|, at 1348.

1%01d,, citing Feist, 499 U.S. at 349, 111 S.Ct. at 1289 ("thin" copyright protectionfor factua or
technica works).
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copyright protection to attach.™  In the case of compilation copyright protection for a technica and
utilitarian work, verbatim copying of the entire work should be a prerequisite for infringement liability.

Shortly after the Fifth Circuit issued a supplementa opinioninthe Engineering Dynamics case'®?,
the First Circuit reversed the Lotusv. Borland decisions**® TheFirg Circit, noting thet it was* navigating
in uncharted waters’ regarding the issue of the copyrightability of a menu command hierarchy, ™ rejected
the tria court’ sfindings that “the L otus menustructure, organization, and firgt letters of the command names
... condtitute part of the protectable expresson found in [Lotus 1-2-3],” holding that the “Lotus command
hierarchy isan uncopyrightable ‘ method of operation’ [which] provides means by which userscontrol and
operate Lotus 1-2-3.”

The Firg Circuit construed “method of operation” under 17 U.S.C. 8§ 102 (b) asmeaning “means
by which a person operates something, whether it beacar, afood processor, or acomputer. Thus, atext
describing how to operate something would not extend copyright protection to the method of operation
itsdf; other people would be free to employ that method and to describe it in their own words”*%® This
holding appears to be diametrically opposed to the Engineering Dynamics holding in which the Fifth
Circuit not only stated that the text describing input-output data formats in the alegedly infringing user
manua could function as the origin for possbly extending copyright protection to the input-output data
formats, per se,™®" but dso affirmed the trid court’ s finding of infringement based upon bare bones “text,

Bld. at 29.

%2 F.3d_,1995U.S.App. Lexis? (denying request for renearing and for suggestion of enbanc
consderation, and granting, in part, SSI’s motion to correct or amend the origina opinion).

153 |_otus Dev. Co. v. Borland Int'l, Inc., 34 F.3d 1014, 1995 U.S.App. Lexis 4618.
1%41d. at 15.

151d. at 20.

1%61d. at 20.

15726 F.3d at 1342, n.9.
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pictures, diagrams, illustrated examples, and flow charts [].”**® The Court articulated that “[u]sers must
use the command terms to tell the computer what to do. Without the menu hierarchy, userswould not be
able to access and control, or indeed make use of, Lotus 1-2-3 functional capabilities.”**

Clearly, the actions described by “access and control” and “make use of” indicate the inherency
of the menu and its commeand terms to the fundamenta operation of this spreadsheet. As stated by the
court, “[tf]he Lotus menu command hierarchy does not merely explainand present Lotus 1-2-3's functiond
capabilities to the user; it dso serves as the method by which the program is operated and controlled.”%
Thus, unlike auser manud or hel p-screenwhich explains and presents the various components of a menu
command hierarchy as atemplate for communicating with the underlying computer program, the menu is
part of the method of operation thereof.

Smilar to the gear shift andogy used by the Synercom Court!®! to rationdize that input data
formats were uncopyrightable, the First Circuit andogized a menu command structure to VCR buttons,
wherein the VCR is operated by pressing a series of buttons.!®? In spite of being arranged ina particular
order and being labeled, VCR buttons are not “expression” for copyright purposes.'®® Indeed, these
“buttons are themsdves the ‘method of operating’ the VCR.”1%*  Ergo, a menu command hierarchy
functions like buttons on a VCR: in its absence, 1-2-3 or Quattro Pro cannot be operated. The court
accordingly arrived at a conclusion which should guide digtrict courts and appellate courts to properly

18 |d. at 1348.
19 | otusv Borland, F.3d , 1995 U.SApp. Lexis4618 at 21.
16014,

181 gynercom Technology, Inc. v University Computing Co., 462 F. Supp. 1003, 1013 (N.D.
Tex 1978).

162 1d. at 25.
163 |d
164 4.

39



decide copyright infringement issues: 1%

If specific words are essentia to operating something, then they are part
of a “method of operation” and, as such, are unprotectable. Thisisso
whether they must be highlighted, typed in, or even spoken [].

Putting to rest the didtrict court’s “inverted scenes afaire’ theory, the First Circuit articulated that any “
‘expressive’ choices’ presumably made by L otus to name and arrange command terms “do not megicaly
change the uncopyrightable menu command hierarchy into copyrightable subject mater."2%

Unfortunatdy, the First Circuit perceived the Altai-Gates Rubber andyds asbeinglimitedto cases
inwhichnon-literal expressionis copied from one computer program to another.” The Court, regarding
the primary issue as being whether the literal presence of the 1-2-3 menu command hierarchy in Queattro
Pro constituted copyright infringement, %8 observed that beyond being unnecessary inthiscase, could cause
mideading condusions to be reached. Thisis because the Abstraction step “ seems to encourage” finding
a “base levd” in which copyrightable subject matter subsists and for which verbatim copying would
condtitute infringement.'®®  This, of course, is a pessmidtic view of the efficacy of the Filtration and
Comparison steps of the Altai-Gates Rubber andyss. In practice, thisthree-prong approach isdesigned
to compe an understanding of the underlying e ements of a copyrighted work, and then to subject them to
a cascade of copyright filters which ostensibly isolate the protectable e ements from the unprotectable
elements. Thisandydsactudly focuses upon the dleged infringing dements which are amilar to “filtered”
protectable eementsin the copyrighted work.

165 |d. at 23.
166 14, at 24.
671d. at 17-18.
168 1d, at 18.
1%9d. at19.
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The Gates Rubber congtruction of the andyd's contemplates a precursor step which establishes
whether sufficient probative Smilarity is present to justify proceeding with the three-prong andysis*™ In
the Lotus case, sufficient probative smilarly was present to proceed witha detailed Abstraction-Filtration
andyss. Thedement inissue— the menu command hierarchy — would fail to passthrough aBaker v.
Selden or § 102 (b) filter. Thus, the rationale for the First Circuit's concerns for misapplication of this
approach is unclear. Further adaptations of this anaytica tool to help make copyright-protectability

determinations for computer software will indubitably occur throughout the circuits.

VI. Conclusons

The copyrightability and consequent substantid amilarity andyss articulated by Judge Learned
Hand has proved to weather the sands of time, abeit with adaptations to entertain a diversity of fact
gtuations and to entertain rapid developments in cregtive, utilitarian works authorized by Congress to
recaelve protection under the copyright statutes. Since Congress has elected to shoe-horn computer
softwareinto the formerly quiescent copyright regime, courts have grappled with articulaing tests suitable
for improving scope of copyright-protectability assessments and related criteria for establishing
infringement. Such attempts particularly during the 1980'sand 1990's have delivered uneven decisionsand
concomitant uncertainty to the computer industry and desktop computer marketplace.

Since sui generis protection for computer programs and the likeis il not available, and since
courts occasondly accord virtua patent protectionto plaintiffsbased uponcopyright clams; it isincumbent
uponthe court system to augment its judicia wisdom with knowledge and experience available fromlegd
experts. Clearly with rgpidly developing technologiesinherent in the computer industry and thelike, courts
— digtrict and appellate courts dike — should draw upon the expertise of those skilled inthe relevant art
to judicioudy apply the law to the factsto reach even, predictable and equitable decisons. What better
wal to assure active and productive competitionand to avoid traumétic perturbations to the marketplace?

Ergo, by using such experts, the courts may routinely decide copyright cases by applying the

170 Gates Rubber Co. v. Bando Chemical Industries, Ltd. 9 F.3d 823, 832-833 (10th Cir.
1993).
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Nichols-Altai-Gates Rubber andyss, in conjunctionwiththe doctrine of probative smilarity, to regularly
achieve a condtitutiondly mandated baance between protecting an author's creetivity and promoting the
development of the useful arts. Scope of copyrightability issues must be properly decided: adecisionthat
accordsthe equivalent of patent rightsto anindividud inflictsa serious pendty cost onthe public. Not only
isinnovation and development inhibited, but so competition is tifled.

The courts are charged withthe profound task of gpplying statutory instrumentationto navigetethe
contours of the computer copyright landscape; the Rosetta Stone to deliver predictability and quiescence
thereto should be nearby. So should be my winning lottery ticket.
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